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Korrigendum zu Doh-umentBR/BT1/162/72

.Corrigendum to document BR/GT1/162/72

Corrigendum au document BR/GT r/162/72

~ 2~_~L_~!_2~_~~!1~_~~~1~:
Es muss heissen : "nach demRecht einiger Vertragsstaaten"
statt : "zumindest im d-eutschem Recht"

read
instead of-

: "according to the law. of certain States"
: "in German law at least"

lire
.au lieu de

: "selon certains droitsnationaux"
: "au moins en droit allemand"

-~~11L_!~!~!~-~~~!~:
Es muss heissen : "der Beklagten" statt "der Verteidigung"

Only conceI'!?-s the German text
. .

Ne concerne que Ie texte allemand

BR/GT1/162 Corr. 1 d/e/f/72
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principles on which the Protocol should be based •

.5. The Sub-Committee first of all examined whether only
decisions on entitlement to obtain the European patent should
be recognised under the Protocol, or whether the Protocol
should also apply to the granted patent.

Two delegations were in favour of the Frotocol's' having
a broader scope, adducing that it would be undes.irable if
a person losing an action involving the right to ontain
a European patent were to be able .to reSUlIleproceedings e
be.fore t~e various national courts once the patent had been
granted, the more so since, as these delegations saw it,
all the factors involved in the dispute would already have
been taken into considera~ion in the first decision.

In contrast, other delegations remarked that if a
decision were to be made to give the Protocol such scope,
it would have to be made into a much more elaborate instru-

'ment, -inc.luding many more legal safeguards. Indeed, a
relative-Iy simple and brief convc::r::tionof~his nature would
be legallyandpoli tic ally acceptable only in a limited
f'ield. FUrthermore ,.such limited scope, far from intro-
ducing an artificial dichotomy in a dispute between parties
concerning a.European patent, would accord with the l~gic
of the First Convention which in tbemain covers the period
of granting the 'patent. What.is more, a distinction should
be drawn in -this reS"Dect between formal and material claims:
whereas the latter are concerned with the actual entitlement
tothe patent, formal 'claims .are intended merely to remedy
disputes which might arise between the fiction in Article 15,

•

BR/GT 1/162 e/72 son/KM/prk ... 1...



- 3 -

pareg::-e:ph2, of the First CGD.-'-?;:l"'ciona::a.the rule the,t lithe
riocht to, ~ =uro~_e.an D~t~r~ ch )', ~~~~~~_ ~ }..I ..:..""'" •.•••.•• _ J ••.•••.o..- .....J.._.J.. u _'- _::::;:to the inventor or
his succes.sc,rin titlG" (parasrslJh 1 of that Article). If

SCOfS, it would cover only deci.sions on such formal clai~s.

The Suo-.CoT:.l:itteefinally decic.e:lto ac.oDt the latter
cor:C,,:;pt.C8rtai~ dele;&tic~s re~ark3d that the difference

great in practice, in view of the Eu~to~ity - moral if not
legal - of q decision 0n ~he rtght to o~tajn a pet8nt as
reg?ras

s::.fficient"'Go"':::7'",,",,!~.~~ ~,-...~ -.-.;::.
" "- ...•.. -.- ~~.•..... '-' ..... -

the fiction c: Article 15, paragr&ph - ' ...c.; :;nlS
o,rerrule

could only be
attained by a "Leistungsklage" (action for a specific
performance), in this case 81 action for the applic~~t for

instruct8d to assisD the right to the
patent to t~e person claining it (cf. BR/GT I/14~/72, point
2(c». The Sub-Committee c&~e ~o the conclusjon that, in
view of these legal ~oncepts this was a real problem,
particularly in respect of Article 16, paragraph 1(a). It
decided to bear this in ~ind when examining the Ger~an
delegation's proposals on Article 1 of the Protocol ~~d
Article 16 of the First Convention,(cf. points 10 and 33
below).

7. A f~r~ber point discussed was whether recognition lli~der
the Protocol s~ould be extended to decisions by courts of
States not parties to the Protocol (cf. BR/GT I/142/72,
:point ?(h)1\- '" - /.

e/72 lor/PA/prk . .. 1...
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One delegation was in favour of ,so extending it on the
grounds of the large Lumber of European patent applications
which were likely to be filed by nationals of non-party
States and of the great inconve:lience ~.~lhichwould be entailed
for the parties to a dispute concerning such an application
if they had to take their dispute to a court of a State
party to the Protocol, especially as in such cases both
pa~...ties \.-ould"very often be from non-party- Sta.tes.

On the other side, the following arguments were put
forward by other delegations in favour of limiting the
decisions to be recognised to those given by courts of the
Staees parties to the Protpcol;

Ca) The system proposed by the German deletation, whereby
the cou~ts of the Contracting State in which the
European Patent Office was located would have juris-
diction for such disputes and r.hp decisions of such
courts wo~ld then be recognised under the Protocol,
would clearly be more advantageous for.a national of a
non-party St~te than the present state of affairs,
whereby t~ey would have to take the dispute before each
national court unl~ss there was a b~lateral agreement
on the recognition of decisions between his State and
the oth~r State concerned.

(b) It might wel.l be difficult for a number of the States
taking part in, the drawing up of the First Convention
to accept a general extension of the applicability of
the Protocol to decisions by courts of non-party States.
An extension of the "passive" applicability of the Protocol
might, therefore, well restrict its "active" applicability.

BR/GT 1/162 e/72 lor/PA/prk ... 1...
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C7Jing to the fact that the recognition of jl:dicial
decisions necessarily implies a certain amour..tof
mutual csnfidence betTIeen the Stctes concerned, it
vlould be inacceptable to extend the applicability of ,
the Frotocolto all non-party States. On the other
h~~d, it would be politically difficult to make a
distinction between non-party States in this respect.

Such a distinction could clearly be made by virtue
o~ ~ bilateral convention concluded with a non-party
State on a reciprocal basis. But it is precisely suoh
reci~rocity which is lacking, in the extension pure and
simple of the applicability of the Protocol to non-

Inconcll:sion, the Sub-Cornm.itteeQccic2Q to restrict
th2 applicability of the Frotocol to the decisions of
courts of th.e St,s.tesparties to this Protocol.

8. The Sub-Committee also agreed that the Protocol
should not interfere more than is strictly necessary in
the national legislation of the Contracting

II. Individual Articles of the Proto~ol (1)

Article 1

9. During its discussion of principles, the Sub-
Co~ittee ~ad agreed to take into account the ~xieties
expre ssed by the GerI:la..Tldelegation with regard to the
d &"" ~ • 1 ~,.. ~,. ~ . t"'" l' htraJ.'Clng clparagrapn , 01 'ChlS 1-.r'ClC.le,In ~e -:1.8; •.
German national legal concepts in the field of the
"Leistungs1:1age" • however, the Sub-Committee' amended

... 1...

of

(1) The-text 'of the Protocol a~d of the ~end3ents to the
?irst C:)!lventionas finally adontee. by -:ne Sub-Co:m.:nittee
appear in 3R/G~ 1/161/72.

3R/GT 1/162 e/72 ico/PA/prk
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the drafting of this paragraph in the German proposal, since
it was of the opinion that the phrase "transfer of the right
to the graIlt of a European patent" ra.lJ.the risk of being
interpreted in too restrictive a manner, since certain
national legislations could recognise only the declaratory
judgment with respect to the right to the gr~lJ.tof a patent.

10. The Sub-Committee did not adopt paragraph 2 as proposed
by the German delegation. Indeed, it was of the opinion
that this provision was contrary to the principle recalled
above (point 8) according to which the Protocol should not
interfere more than is strictly necessary in national ~
legis~ation and should limit itself to setting out rules of
international jurisdiction.

11. In order particularly to take into account the
situation in the United Kingdom where the British Patent
Wffice, acting as a court, hears and determines such
dispute s, the Sub-CoIP..!llittee inserted a provisi on stipulating
that the t~rm "courts" shall also include , for the purposes
of this Protocol, non-judicial authorities which, according
to the national law of a CO:::ltrllcti:lgState, have jurisdic-
tion to decide claims to t~e rig~t to the grant ofa patent.
The Sub-C:)J::JLittee'-didnot wish to rule out tee possibility e
of other legal syste~s incorporating such formulae and
therefore adopted a general provision.

In reply to the question whether such a specified
authority could extend to applications for a European patent
the jurisdiction which it applies by virtue of national. ~
provisi,ons with regard to applications for national patents, ~

BR/GT 1/162 e/72 ico/PA/prk ... / ...
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att.e:l ticn vrs.s dre.~.vrl to _4-rticle 22a of the First COrl\len"tion.

a correct application of the Protocol on this point, it
would be necesaary to provide that the Contracting States
should notify the European Patent Office of the authorities
on '!Inicnjurisdiction of the t;:,rpeset.out above is conferred ~

States accordingly.
"'-'ol"ner Con"'-T';:>c+-i "'':7_ _.• v ....._ .1..1 ~.;..-o

13.

14.

~inally, the Sub-Committee decided to add a third
paragraph to this Article 1, stipulati::g that, for the
purposes of this Protocol, only those States which are
bOlJ...'1dby this Protocol are included in the concept of
Contracting States, in other words, insofar as the Latter
concerns the application of this Protocol, the States
parties to the ~irst Conv'zntion, but not parties to this
Protocol, shall be considered as non-party States.

Article 2

In connection with this Article, th~ question arose
of whether it would not be necessary to stipulate the
national law ~ccording to which the State of residence
would be deter3ined, si~ilarly to Article 52 of the 1968
Brussels Convention on Jurisdiction and the Enforcement
of Civil ar.dCo~mercial Judgments. However, the Sub-
CO!!l!!litteeconsidered that if such a provision was
necessary in this instance, it would be preferable since
the First Convention also refers to the concept of
"residence"
Convention.

(c. ~
" .1..

Article 154), to insert it in the First

~P/~~ '/16? e/~? ;co/?~/'~n~~_. v _..1. _ (- - - ~- .::'- -~ . .. 1 ...
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Articles 3 and 4

15. ~hese two provisions were examined together as,
al though nei ther the rule contained in Article 3, nor. the
principle laid do~nin Article 4, raised any problems,
the way in which these two Articles were linked, retained
the attention of the Study Group for along time.

16.

17.

With regard to disputes between an employee and his
employer, concerning an invention of the employee (Article
3), the text suggested by the German delegation was based
on the principle that the court vath jurisdiction ~~d the
law applicable should be that of one and the sarneState.
This principle was, in fact adopted as a basic principle.
However, the Suo-Committee agreed that this principle
should not be applied where the private inter:national law
of the State mentioned .in Article 15, paragraph 1, second
sentence of the Convention, refers to the national law
of another country_ In fact, in this case the court with
jurisdiction would remain the same and would thus be called
upon to apply the national law of .another State_

The Sub-Committee had no difficulty in adopting the
principle which is at the basis of this provision, namely
that of the right of the parties to designate the court with
jurisdiction by joint agreement.

•

•
With regard to the link between these two previsions,

the German'propo3al laid dovm that A~ticle 3 prevailed over
the principle of the autonomy of the parties according to
the terms of Article 4. In this connection, it was pointed
out that in fact several national laws in respect of
contracts of employment limit, fairly strictly, the

18.

BR/G'~ I/162 e/72 nan/PA/prk ... / ...
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possibility of clauses allocating jurisdiction.

However, another delegation was in .favour of freedom
of choice of the parties, to avoid cases - which, in the
opinion 01 that dBlegation, were likely to be relatively
frequent - where the two parties would he forced to bring
their dispute before a jurisdiction other than that which
they would have preferred.

In conclusion, the Sub-Committee decided to lay down
that, even in,respect of employee's inventions, the
parties to the dispute may designate a court with juris-
diction by joint agr~eIDent, but only insofar as the
national ,law governing the contract of employment
authorises such an agreement.

Articl~

19. Finally, the Sub-Committee examined the oase where the
authorities of no Contracting State would have "ratione
materiae" jurisdiction in accorda."1cewi th the criteria c:f
Articles 2, 3 and 4 (1). The Sub-Co~ittee ~Qndered whether
it would not be appropriate to attribute exclusive juris-

.~ diction in such cases to the courts of a specific
Contracting State.

One delegation expressed doubts as to the advisability
of such a provision. It considered that it was preferable
to allow the parties to choose by joint agreement, .the
Contracting State before whose courts they desired to
bring the'matter. Having noted that Article 4 'already
provided for this choice in the majority of cases, the
Sub-Committee considered that it was appropriate, on the
other hand, to settle the case where the parties had I:ot

3R/GT 1/162 e/72 nan/?A/prk ... 1...
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reached agreement, to avoid one of the parties imposing a
choice which would be to the disadv~~tage of the other
pexty. In addition, it was stressed that such provisions,
granting exclusive jurisdiction in certain cases, appeared
in most international conventions in respect of recognition
of decisions. The Sub-Committee thus agreed to provide
for such exclusive jurisdiction and chose to grant it to
the courts of the Contracting State in which the European
Patent Office was located.

20. The Sub-Committee then examined the procedure whereby ~
the courts concerned would imple~ent the rules of juris-
diction contained in the Protocol.

Article 6

It first of all decided that it was for the court
before which claims wer2 brought to verify ex officio
whether it had jurisdiction (Article 6), which'should
the- necessary guarantees as to the decision to be _
recognized.

Article 7

give

21. The Suc-Com:mi ttee also examined the procedure to be
followed in.~he event of a conflict of jurisdictions and
agreed on the principle that the court to which an earlier
application- had been ma~e should have prio~ity over a court
before which the same dispute had been brought at a later
date. However, the Sub-Committee also wanted to settle
the case of a negative conflict of jurisdictions by laying -
down that the court to which a later application is made
sball stay proceedings as long as doubts persist as regards
the jurisdiction of the court to which an earlier application
was made.

'~

j
)

~-

- I
)
\

BR/GT 1/162 e/72 n~/PA/prk ... 1...
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For these t"voArticles, the Sub-Conni ttee intended
to conform to a well established international practice as
regards the recognition of decisions (cf. for example the
1968 Brussels Convention on Jurisdiction and the
Enforcement of Civil and Commercial Judgements).

P_=ticle 8

22. After examining the questions concerning the juris-
diction of the authorities origi~ating th~ decisio~s to
be recog2ized, the Sub-Committee examined the procedure
for recogntion itself. Here also it agreed upon the
solution.which is most generally accepted, namely
automatic recognition without the need for resorting to
a:n:y procedure for this purpose, B.....Tldwithout <my inquiries
being made in principle into the decision to be recognized.
'l:heSuo-Committee in fact considered that inCluiriesof this
nature would lead to extraordinary comp~ications2 since
they would be required not only of the European Patent
Office but also of the national courts of the Contracting
States called upon to recognize a decision of the courts
of the other Contracting States.

Article 9

23. The SUQ-Comm~ttee wondered however whether it might
n.otbe appropriate to envisage restrictions to this
automatic rec.ognition of decisi.ons and to this absence of
any supervision.

Firstly, it considered the case of decisions taken
follo'.ringa procedure where the rights of defence had not
been respected. Most international conventions exclude

3~/GTI/162 e/72 nan/?A/prk. ... / ...
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recognition if these rights have been seriously infringed.
One delegation stressed however that this Protocol was not
absolutely comparable to the other conventions. It was not
a question ofrecogni tioD of decisions in one Sto.te by
another. The European Patent Office itself would be
called upon to recognise decisions on the basis of the
Protocol and that recognition would have most important
effects on an application for a European patent on the
basis of Article 16 of the First Convention. This
delegation wondered' whether it would be possible for the
European ~atent Office to evaluate infringement of the
rights of the defence with the certainty that, for example,
the ~ourts of the States designated in the European patent
application would evaluate it in the same manner.

24. The Sub-Commi ttee considered that this problem should
not be over-estimated in the first place on account of the
gravity of- infringe:nentsof the right of-the defence whic h
would have to be established if recognition was not to be
given, which i~ itself would limit the cases of imple-
mentation of the projected provision and therefore its
dangers. On the other hand, it considered that, the proof
of infringements of its rights being the responsibility of
the defence, it would suffice for the European Patent
Office to judge, w:th the required degree of strictness,
if there had been an infringement, without having to
wonder whether the deci.s.i.c!l.'whichit was rejecting could
be recogni~ed by the courts of another Contracting State.
Several delegations pointed out, moreover, that they had
difficulty in conceiving of a convention on the reco~ition
of decisions which did not include a clause safeguarding
the righ~s of the defence which in their opinion
repre sen ted an "ordre public" clause. Consequent 1y, the
Sub-Commi ttee finaJJy decided to include such a provi siDn in
its draft Protocol.
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The Sub-Conmittee then examined the case of the co-
existence of two incompatible ~ecisions in proceedings
between the same parties and wondered which of the two
decisions should have precedence. One solution \vas to give
precedence to the first final decision to be taken; the
Sub-Committee considered, however, that it was more
logical to establish by this me~~s a sanction in respect
of the obligation on courts to which a later application is
made to decline jurisdiction (P~ticle 7 of the Protocol) by
giving precedence to the declion taken by the court to
which the earlier application is made, as against the court
which should have declined jurisdiction, whatever the
respective dates of these decisions.

The Sub-Coffinitteefinally discussec the Froto~olts
place among the international obligations of the Contracting
St3..tes.

It first of all considered the case of-relations
among Contracting States themselves, and considered that
the Protocol-should have precedence over conventions of
recogni tfon, already in existence or to come into existence,

•• between the Contracting States ~-on the basis of the principle
that spec~_al law derogates from general law.

27. Although some delegations considered that it followed
automatically, the Sub-Committee thought- it useful to state
clearly that the-Protocol would not affect the implementation
of any agreement between a Contracting State and a State not
bound by this Protocol •

.28. The Sub-Committee- then wondered whether it would be
appropriate to state that a decision by a Contracting State
recog:lizing a decision originating in a non-Contracting
State, und~r the ter~ of a convention bO~lGen these t7;0

BR/GT I/16?'e/72 nan/PA/prk ... 1...
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States would have no effect with regard to the other
Contracting States. One delegation expressed its preference
for a solution which would provide that each Contracting
State should take account of decisions recognized in
another Contracting State on the basis of an international
convention, but the Sub-Committee was unable to subscribe
to its point of view. It did however consider it preferable
not to settle this problem explicitly, since it did not
wish to rule out the possibility that the decision in
question could be recognized, on other grounds, in certain
Contracting States. In any event .it agreed that the ~
d~cision of recognition could not be interpreted in the
same way as a decision within the meani2g of ~~ticle 8 of
the ?rotocol and would not require to be recognized for
this reason.

29. The Sub-Comnittee lastly considered the expediency of
recognizing decisions taken before the entry into force
of the Protocol. It was of the opinion that it was very
possible that the r3cognition of a decision delive~ed
before the entry into force of the Frotoc01 might be
requested with regard to the State whose court delivered
the decision in question. The Sub-Committee observed that
this possibility would have little practical application
by reason of the time limit laiddo~~ in Article 16 of the
Convention within which reference for evcking a decision,
and considered that, if the above-mentioned time limit was
respected, the recognition of such decisions could be
allowed.

30. It was not however able to subscribe to the views of the
United Kingdom delegation which, emphasizing that in the
maj ori ty of ins tancs s, the se.ro.oi.ovention 'iiould.first be
the subject of a national patent application, and only
subsequently - on the basis of priority - of a European
application, wanted decisious concerning the right to the
grant of a national patent to be recognized.
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The Sub-Conmittee ccnsidered t2at it was not certain that
the European application ~oul~ correspond exactly to the
national a~plication with which the decIsion dealt, and it
would therefc~e not be appropriate to broaden the scope
of the Protocol, which was restricted to deoisions concerning
the right to the grant of a European paten~.

~I. Amendnents to the Convention------------'-----..;...

Plaoe of the F~otocol in the Convention
31. In its desire that the gree.test :lumber of States

parties to the Convention should also be bound by the
Protocol. the Sub-CoffisitteedeciJed to make the Protocol
an annex to the Conventi.:n:.G.!ldan integr3.2.part thereof,
on the s~e terms as the Iill~le~entingRegulations.

The Sub-Coill~itteewished however to provide, at
least during a transitional period, an option for the
States parties to the Convention not to be bound by the
Protocol. It considered that. the simplest solution would
be to give the said States a possibility of reservation
identical to that already existing in the Convention
(Article 159). It proposes, consequently, to Working
Party I that this new possibility of reservation should
be inserted in Article 159 of the First Convention.

Attribution of ~urisdiction to national courts
32. The Sub-Committee wondered whether it was necessary

to lay dOvID in the Convention a provision expressly
attributing to national courts jurisdiction in matters
relating to the European patent. It finally considered
that this jurisdiction was already implici t_in .those
_!l..rticlesof the.Convention v;hich treated the European
patent si::ilarly to a national patent (cf. in particular

3R/GT 1/162 e/72 ico/PA/prk ... / ...



- 16 -

Article 22a of the First Convention) ~~d that no explicit
provision was therefore necessary.

Article 16

33. Tbe Sub-Committee agreed to propose to Working
Party I an amendment to Article 16 of the First
Convention in order to take account of the anxieties
expressed by the German delegation relating to-the
impossi~ility under German national law to achi~ye the
result sought in A.rtiele 16 by a "Feststellungsklage"
(ac tion for a de claratory judgmen t) (cf. point 6 above).

IV. ~iscellanec~s

34. After one delegation raised the problem of
relations between the Protocol and the Second Convention,
the Sub-Committee agreed that it would be difficult to
imagine all the. States part:.es to the Second Convention
not beinE bound by this Protocol. Moreover,. the
Sub-Commi~tee wondered whether the Protocol in its
present form would really be adapted t€ the specific
requir2ments of the Second Convention. It agreed that
these problems should be examined, but that they did
not, however, fall within the competence of the Sub- •
Commi ttee ..

35. With regard to the ,procedure to be followed, the
Sub-Comm~ttee decided, in its desire to ~peed up the
work, to submit the text of.the Articles ~dopted
directly to the Drafting Committe~ of the Intergovern-
mental Conference without prejudice, however, to the
examination of these Articles by.Working Party I.
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