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Korrigendum zu Dolument BR/BT 1/162/72

Corrigendum to document BR/GT I/162/72
Corrigendum au document BR/GT I/162/72

- Se 3, Punkt 6, dritte Zeile :

— s s o s s ) S e S e et it . s Sy

- Es muss heissén : "nach dem Recht einiger Vertragsstaaten"
statt ’ |

"zumindest'im deutscheﬁ Recht"

-~ P, 3, No 6, third line :

read - . 3 "gccording to the law. of certain States"
instead of" : "in German law at least"

- P. 3, pointVGL troisiéme ligne & -

lire tgelon certains droits nationaux"

~au 1ieu de "éu moins en dfoit allemand®

=S, 11, letzte Zeile :

Es muss heissen : "der Beklagten" statt "der Verteidigung"

inj‘doncerns’ the German text

Ne concerne que le texte allemand

BR/GT I/162 Corr. 1 d/e/f/72
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principles on which the Protocol should be based.

The Sub-Committee first of all examined whether only
decisions on entitlement to obtain the European patent should
be recognised under the Protocol, or whether the Protocol
should also apply to the granued patent.

Two delegations were in favour of the Protocol's having
a broader scope, adducing that it would be  undesirable if
a person losing an action involving the right to obtain
a European patent were to be able to resume proceedings
before tiae various national courts once the patent had béen
granted, the more so since, as these delegations saw 1t »
all the factors involved in the dispute would already have

been taken into consideration in the first decision.

In contrast, other delegations remarked that if a
decision were to be made to give the Frotocol such scope,
it would have to be made into a much more elaborate instru-

ment, including many more legal safeguards. Indeed, a

relatively simple and brief convemtion of thls nature would
be legally and polLtlcally acceptable only in a limited
field. Furthermore, ‘such limited scove, far from intro-

" ducing an artificial. dichotomy in a dispute between parties

concerning a European patent, would accord with the Loglc

of the First Convention which in tbe ‘main covers the period
of granting the patent. What is more, a distinction should
be drawn in this respect between formal and material claims:

whereas the latter are concerned with the actual.entitlement '

tothe patent, formal claims are intended merely to remedy
disputes which might arise between the fiction in Article 15,

BR/GT 1/162 e/72 son/Ki/prk ' R S



"the

chat

e

<

. V) 42
1SS Q] q o o H < @ H S| +
O 13 v O O O o 3 0 o N« H
o L og o g g Gt T4 A o -
£ d o e P o« ORI [T = o :
O e+ o ~ o G4 n P oo o 2 - J w
P~ 0 o ~ O O 42 S R~ o TR S N o N o BRSO S
oo o > e @ 0600 ¢ PN o H o F
o ~ 0 - O 44 O ~ @ S A 4 O o~ 9 o~ [
>0 o RS B TR T O 0 A A O P ~H T 0
u I N o A ER TS T © PR SRR ~ o P 4 O ~ $ N . 0O ]
- P W G o g N 3 0 O + 4 o g
f4 & O P 4> " [0} [ I P 0O % Ny P T 0O H Ao
O = P by O . o « R ORI w IS SN /) B\ B & R NGRIPTSUR © PR« B @
& O 4 51| af . O o o o) w IS
2 P g T S O 3 ) o @ O el 3 e~ 00
¢ o O o 42 b ra g O a O . e B I O Tt B o'
o g4 o VIS I > R\ BT 2, O -, w & th o O M o
2 9 4w O & QA 4 D M Gy 0 O N & A8 oad e
W PP 0 4 (1)) U G4 L T T oo BN £ w R © oM el
o a4 fr £ 0 o i S S Yy B €13 B .. O Mmoo o o
O () TG TIET & N © TN O (3! i [ B SE  ) BN G VA o L | ~
O el ®» o P C R T A O ) « O M WO
" B N U/ V)] Mo 3 4 W0 T TN A PR « SRS B o SN 110 JLSN B < B B el
@ 2 q M W IR T S N © TR & N S B & S A @
O a «d 0O > W 2 m 10w V'S TR B () BN »
Yoo e » 4 o o O I N R A A n —~4
0 et N LTINS IS B R U R ] M O )~ O o 42 4 - O 0
o e fi O P U > T PR Gt B M « - o4 d
IR O ™ o ~  hD Moo o= (0] o P o=
st I 1 ® — Ul 6 ¢l (OIS T (VIR & SN ¢ RO T = S S N 610 B 2 4
)] (ST E(@ r—{ (f 0 O ® 1 g e Ay WD a& [ I n < g
o g o0 o Lo ooslo= 3 W] d O 42 [
R A SR B T - £ @ - O -~ D O f 0, 44 A
O~ by [ B R Y ()] D A4 M oM o P oHd 0 0 O
N | [ T B R A & I & 43 ¢l Lol 75 B4 RS SR &} BEN (VR S
P o= » O b ¢y > C (@] o hy O 3 ot o o P
O e! Qo © "} 8] OO TR TS o R (R B ) B o Ft O 4 O O -
2 fq [N B T ¢ B < O] TO TR "R /) B w B B TR () B ol
2 O o 45 @ -l O L2 U w o P 4 w o m 2y 0
(o BT I L 49 g P e B) T IR N2 BT BV N« B & B 6 —~ 0
o, 42 o o — ~ U wl @ o B4 1 2 e 1 O a8 O
w» »o©O [ S & B A VIR ¢ DRSS B m_ -4 a, f© N SRR 0 B VTS T S R A
oG it O O fy S S TS SRt B B BV DS (N B0
C ol T o W U -+ e W Q odoa e = H 0 0~ N
1 e L 4 B w o 3 ol
[T < 3 L A ) 1 T -SRI & | - 0 o 0 o )
1 G o~ O QO af ot 0O d o £ ~ 4> 4 0w >0
n o LT 6 T O S | > P R S T = T G B ot N S )} 42 0 o A
o w0 wn I A TR /N g )y £ 1m0 0 0 R Lo o
@ O 42 ] [a N 1 W el T N B & R == T B 1) B =
O O 4 .+ O . !l D W o 4”0 P . —l
P00 st B >R o BV I B ¢ Ko g oo 0o o H 4 — 3 d
L T o -~ 4 Oy . 3 [ N ¢ TR F B o BT 1 &5 o 4 « O O O
o m M ®» : O @ P o+ £ O G4 ol O 2 oA ot
e ol o o Bod oo 42 U o W G ®» ~ = 1 A
0 . o O [SS S S LD I 419 B 015 e DL I R T« N & S & T« B R &
el O O O H O O o P o0 4 d N~ A d o
SRR ) 0O 0 W~ R O« O PP N > A d
O

L)

il

s ©

b al

by cou
o/

decisions

st Convention .(cf. points 10 and 33
ed was

Eal

.i'
oint discuss

below).



One delegation was in favour of 80 extending it on the
grounds of the large rumber of European patent applications
which were likely to be filed by nationals of non-party
States and of the great inconvenience which would be entailed
for the partles to a dlspute concerning such an application
if they had to take their dispute to a court of a State
prarty to the Protocel especially as in such cases both

parties would very often be from non-party- States.

Cn tne other si de, the following arvumenue were put
forward by other delegations in favour of limiting the
decisions to be recognised to those given by courts of the
Staces parties to the Pr otocol:

'(a) The system provosed by the German deletation, whereby
the courts of the Contracting Suaue_ln which the
'nunopean Patent Office was located would have juris-
diction for such disputes and *he decisions of such
courts would then be recognised under the Protocol,
would clearly be more advantageous for a national of a
non-party State than the present state of affalrs,
whereby trey would have to taks the dlspate before each
rnational court unless there was a bilateral agreement
on the recognition of de0151ons between his State and
the other State concerned. .

(b) It might well be dlfflcult for a number of the States -
taking part in the drawing up of the First Conventlonv
to accept a general extension of the applicability of
the Protocol to dec131ons by courts of non-party States.
An extension of the "passive™" appllcablllty of the Protocol
might, Therefore, well restrict its "active" *npllcablllty

- BR/GT I/162 e/72 lor/PA/prk oo/ eun



!
N
|

- Cwing o the fact that the recognition of Jjudicizal
decisions necessarily implles a2 certain amount oI
mutuzl confidence between the 3States concerned, 1T
would be inacceptable to extend the applicability of
the Trotocecl To non-party Staztes. On the other

édistinction between non-party States in this respect.
- Such z distinction could clearly be made by virtue

0f 2 tilsteral convention concluded with a non-parTy

State on a »eciprocal basis. Bugv it is precisely such

raciprocity which is lacking in <he extension pure and

simple of the epplicability of the Protocol To non-

party States.

3. The Sub-Committee also agresd that the Protocol
should not interfsre more than is strictly necessary in
the nationzl legisiztion of the Ccontracting States.

<. During its discussion of principles, the Sub-
Committee had agreed to take into account the anxisties
expressed by the German delegavion with regard ¢ he
draftin - vh 1 of Th
German national lezal concepts in the field of the
‘“Leist"“gs“lage". However, the Sub-Committee amenced

7 I o o 1 g Fa - :

{1) The text of un2 Protocol and of the amsndment 2
3 i - -— o S 7 -~ =] - ) T Y m I
Tiret Convantion as finally adopted Ty the Sub-(ommivies
~ ~ =7 » T /A o
aprvezr in BR/GT I/161/72.



10.

1.

the drafting of this paragraph in the German proposal since
it was of the opinion that the phrase "transfer of the right
to the grant of a Eurcopean patent” ran the risk of being
interpreted in too restrictive a manner, since certain
national legislations could recognise only the declaratory
judgment with respect to the right to-the grant of a patent.

The Sub-Committee did not adopt paragraph 2 as proposed
by the Germen delegation. Inaeed, it was of the opinion
that this provision was contrary to the rrinciple recalled
above (point 8) according to which the Protocol should not
interfere more than is strictly necessarv in netional

legislation and should limit itself to setting out rules of

international jurisdiction.

In order particularly to take into account the ,
situation in the United Kingdom wherz the British Patent
Urffice, acting as a court, hears and determines such
disputes, the Sub-Committee inserted a prov151on stipulating
that the term "courts" shall also include, for the purposes
of this Protocel, non—judicial authorities which, according
to the national law of a Co acUlhD State, have Jjurisdic-
tion to decide claims to the _1ggt.to the grant of a patent.
The Sub-Cormittee did not wish to rule out the pbssibility'
of other legal systems incorporating such formulae and

: tne;efore adopted a general provision.

In reply to the question whether such a specifiéd
authority could extend to applications for a European patent
the Jurisdiction which it applies by virtue of national.
provisions with regard to applications for naﬁional patents,

BR/GT I/162 e/72 ico/Pi/rrk /e
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14,

attenticn was drawn to Article 22a of the First Convention.
The Sub-Ccmmittee also agreed that, with a view %o
a2 correct application of the Protocol on this DO nt, it

o
ary to"provide'that the Centracting States
an Patent Cffice of the authorities

43 ~ -~
cther Contracting

e
tion of the type set out sbove 1s conferred,
nt e

inally, the Sub-Committee decided to add a third
bJ

o this Article 1, stipulati:g that, for the

this Protocol, only those 5% ates’ whi are

T

bound by this Prot tocol are included in the concept of
Contracting States, in other words, inéofar as the matter
concerns the =2ppl cation of this Protocol, the Statés

tiss to the First Convention, but not parties tTo this

ar
rotocol., shall be considered zs non-part States.
L - X

hetionzl law according to which the State of residence
would be determined, similarly to Article 52 cof the 1568
sels Convention on Jurisdiction and the Enforcement

ic
of Civil and Commercial Judgments. However, the Sub-
mittee considered that if such a provision was

=, iv would be preferable since
£ o)

s to the concept or
"residence" (¢f. Article 154), toc insert it in the First

Convention.

3R/GT I/162 e/72 ico/Pi/zrk » | NNVERE



5.

16.

18.

Articles % and &

These two provisions were examined together as,
although neither the rule contained in Article 3, nor the
principle laid down in Article 4, rzised any problems,
the way in which these two Articles were linked, retained
the attention of the Study Group for a long time.

Hith regard to disputes between an employee and his
employer, concerning an invention of the employee (Article
3), the text suggested by the German delegation was based
on the principle that the court with Jurisdiction and the
léw appliceble should be that of one and the szme State.
This principle was, in fact adopted zs a basic principle.
However, the Sub-Committes agreed thzat this principle
should not be epplied where the private international. law
of the State mentioned .in Article:15, péragraph 1, second
sentence c¢f the Convention, refers %o the national law ,
of another country. In fact, in this case the court with
Jurisdiction would remain the seme and wo ould thus be call°d
upon to apply the national law of a2nother State.

The Sub-Cormmittes had ne difficulty ir adopting the
Principle which is at the basis of this provision, namely
that of thé right of the parties +to de51gnate the court with
Jurisdiction by 301nt avreement.

With recérd to the link between these two prcvisions,
the CGerman proposal laid down that Article 3 prevsziled over
the principle of the autonomy of the parties according to
the terms of Article 4. In this connection, it was pointed
out that in fact several national laws in respect of

coniracts of employment limit, fairly strictly, the

BR/M 1/162 ¢/72 nan/PA/prk | N
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possibility of clauses allocating jurisdiction.

However, another delegation was in favour of freedom
of choicz of the parties, to avoid cases - which, in the
opinion of that delegation, were likely to be relatively
frequent - where the two parties would be forced to bring
their dispute before a jurisdiction other than that which

hey woulid have preferred.

In conclusion, the Sub—Committee decided to lay down
that, even in: respect of employee's inventions, tThe
parties to the dispute may designate a court with juris-
diction by joint agreement, but only insofar as the
national law governing the contract of employment
authorises such an agreement.

Article 5

Finally, the Sub-Committee examined the case where the
authorities of no Contracting State would have "ratione
materise” jurisdiction in accordance with the criteria cf
Articles 2, 3 and 4 (1). The Sub-Committee wondered whether
it would not be appropriate to attribute exclusive juris-
diction in such cases to the courts of a specific. '

Contracting State.

One delegation expresséd doubts as to the advisability
of such z provision. It considered that it was preferable
to allow the parties to choose by joint agreement, -the
Contracting State before whose courts they desired to
bring the matter. Having noted that Article 4 ‘already
provided for this choice in the majority of cases, the
Sub-Committee considered that it was zppropriate, on the
other hand, to settle the case where the parties had nct

3R/GT I/182 ¢/72 nan/PA/prk o e/ uns



20.

21.

reached agreement, to avoid one of the parties imposing a
choice which would te to the disadvantage of the other
party. In addition, it was stressed that such provisions,
granting exclusive Jurisdiction in certain cases, appeared
in most international conventions in respect of recognition
of decisions. The Sub-Committee thus agreed to provide
for such exclusive jurisdiction and chose to grant it to
the courts of the Contracting State in which the Zuropean
Patent Office was located. '

The Sub-Committee then exzmired the procedure whersby
the courts concerned would implement the rules of Jjuris~

dicticn contained in the Protocol.

Article 6

It first of all decided that it was for the court
before which claims were brought to verify ex officio
whether it had Jurisdiction (Article 6), which ‘should give
the necesszry guarantees 2s to the decision to be -
recognized. '

Articls 7

The Sub-Committee also examined the procedure to be
followed in the event of a conflict of jurisdictions and
agreed on the principle that the court to which an earlier
application  had been made should have priocrity over a court
before which the same dispute had been brought at a later
date. However, the Sub-Committee also wanted to settle
the case of a negative conflict of jurisdictions by laying -

down that the court to which a later application is made

shall stay proceedings as long as doubts persist as regards

- The Jurisdiction of the court to which an earlier application

‘wzs made.

BR/GT I/162 /72 nan/Pi/prk et

kX

T e ™ et e Mol S 7 N s gy am

*



[

For these two Articles, the Sub-Committee intended
to conform to a well established intesrnational practice as
egards the recogdwtwon of decisions (cf. for example the
1968 Brussels Convention on Jurisdiction and the
-Enforcement of Civil and Commercial Judgementé).

After examinlng the oucstlo 1s concerning the juris-

"diction of the authorities origirating the decisions to
in

be recognized, the Sub-Committee examined the Drocedure
-
L

for recogntion itself. Here also 1 agreed upon the
solution which is most generally accepted, namely
automatic recognition without the neesd for reso*tlnv to
any Drocedurc for th;s purpose, and without any 1nqu1r1es
¢ mede in principle into the decision to be recognlznd.

The‘Sub—Committee in fact considersd that 1nqu1r1es_of this
nature would l*ad to extraordinary complicationé, since
they would te rﬂouwr ed not only of the European Patent
C?flce but zslso of the natloral courts of the Contractl ng

tates called upon ‘to recognize a decision of uhe courts

of the othar Contracting States.

Article ©

 The Sub-Committee wondered however whether it might
not be z=ppr oprlate to enVﬂsage restrictions to this

automatic recognltlon of decisions and to this absence of
eny supervision.

decisions teken

[£5]

rirstly, it considered the cas

e
wts of defence kad not

cllowing a procedure where the rig
been respected. Most internationel conven tlons exclude

e

=3/6T 1/162 /72 nen/PA/pri e



24,

recognition if these rights have been seriously infringed.
his

One delegetion stressed howaver that t Protocol was not

absolutely comparable to the other conventions. It was not

a question of recognition of decisions in one State by
another. The Zuropean Fatent Office itself would be
called upon to recognise decisions on the basis of the
Protocol and that recogﬁition would have mest important
effects on an application for a European patent on the
tasis of Article 16 of the First Convention. This
delegation wondered whether it would be pessible for the
European Patent Office to evaluase infringement of the
rights of the defence with the certainty that, for example,
the courts of the States designated in the Europezn patent
application would evaluate it in the same menner.

The Sub-Committee considered that this problem should
not be over-estimated in. the first place on account of the
gravity of infringements of thé right of-the defence which
would have to be established if recognition was not to be
given, which in itself would limit the cases of imple--
mentation of the projected provision and therefore its
dangers. On the other hand, it considersd that, the proof
of infringements of its rights being the responsibility of
the defence, it would suffice for the European Patent
Cffice to judge, with the required degree of strictness,
if there had been an infringement, without havinz to

- wonder whether the decisicn which it was rejecting could

be recognised by the courts of another Contracting State.
Several delegations pointed out, moreover, that they had
difficulty in conceiving of a convention on the recogrition
of decisions which did not include a clause safeguarding
the rights of the defence which in their opinion |
revresented an "ordre public" clause. 'Consequently, the
Sub-Committee finally decided to include such a providon in
its draft Protocol.

BR/GT 1/162 /72 nan/FA/vrk e
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The Sub-Committee then examined the case of the co-
existence of two incompatible decisions in proceedings
between the szme parties and wondered which of the two

“decisions should have precedence. One solution was to give

precedence to the first final decision to be taken; the
Sub~-Committee considered, however, that it was more
logical to establish by this means =2 sanction in respect

of the obtligsztion on courts to which a later application is

made to decline jurisdiction (Article 7 of the Protocol) by

giving pr

(’)
(l)

3

T sdence to the decifon taken by the court to
which the earlier application is made, as azzsinst the court
which should have declined jurisdiction, whatever the
respective dateés of these decisions.

The Sub-Committe
place among the intern

State

e fin ly discusseé the Protocol's

£ 3
4
2tional obligations of the Contracting

U]
.

.

It first of all considered the case of relations

among Contracting States themselves, and considered that

the.Protbcol'should have precedence over conventions of
scognition, already in existence or to come into existence,

betwecen the Contracting States;*on the basis of the principle

that special law derogates from general law.

Altnough scme delegations considered theat it fol1owed
automatically, the Sub-Committee thought it useful to state
clearly that the Protocol would not affect the 1mplemen etion
of any agrecment between a Contracting State and a State not
bound by this Protocol. |

The Sub-Committee  then wondered whether it would be
priate to state that a decision by a Contracting State
z

ing a decision originating in a non—Contractin‘
) = ) _

W

State, under the terams of convention botween these two

B%/GT I/162"e/72 nan/PA/prk. A
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0.

=)

States would have no effect with regard to the other
Contracting States. One delegation expressed its preference
for = solution which would provide that each Contracting
State should teke account of decisions recognized in
another Contracting State on the basis of an international
convention, but the Sub-Committee was unable to subscribe

to its point of view. It did however consider it preferable
not to settle this problem explicitly, since it did not
wish to rule out the possibility that the decision in
question could be recognized, on other grounds, in certain
Contracting States. In any event .it agreed that the
decision of recognition could not be interpreted in the

seme wey as a dccision within the meening of Article 8 of
the Protocol and wculd not require to be recognized for
this rezson.

The Sub-Committee lastly considered the expediency of
recognizing decisions taken tefore the entry into force
of the Protocol. It was of the opinion that it was very
possible thet the rscognition of a decision delivered
before the entry into force of the Protocnl might be
requested with regard to the State whose court delivered
the decision in questicn. The Sub-Committee obsaerved that
this possibility would have little practical application
by reason of the time limit laid down in Article 16 of the
Convention within which reference for evcking a decision,
ard considered that, if the zbove-merntiored time limit was
respected,'the recogrnition of stch decisions could be
allowed. ' |

It was not however able to subscribe to the views of the
United Xingdcocm delegation which, emphasizing that in the
majority of instancss, the samc invention would first be
the subject of a2 na2tional patent application, and only
subsequensly - on the basis of priority - of a Zuropsan
éppl‘cation, wanted decisions concerning the right to the

T

v
3

ent of & national patent to be recognized.
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The Sub-Committee ccnsidered that it was not certain that
the Eurcpean epplication would correspond exactly to the

e
national epplication with which the decision dezlt, and it
r¢ not be appropri

Py

ete to broaden the scope
tccol, which was restricted to decisions concerning
to the grant of a Zuropean patent.

Place of the Protocol in the Convention

31. In its desire that the greatest number of States
parties te the Convention should also be bound by the
Frotoccl. the Sub-Comnittes decided to make the Frotocol
an ernsx to the Convention cnd an integral pert therect,
on the szme terms as the Implenmenting Regulztions.

The Sub-Comnittee wished however to provide, at
2st during a transitional period, an option for the
ates pzrties to the Convention not to be bound by the
otocol. It considered that the simplest solution would
give the said States a possibility of reservation
2l to that already eiisting in the Convention
e 155). It proposes, consequently, to Working

t this new poséibility of reservation should
serted in Article 159 of the First Convention.

Attribution of jurisdiction to nzational courts

32, The Sub-Committee wondered whether it was necessary
to lay éown in the Convention a provision expressly
attributicg to national courts jurisdiction in matters
relzting to the European patent} It finally considered

“that this jurisdiction was already implicit in those
gs of the,ponventlon which treated the European
imilarly to a national patent (c¢f. in particular

ZR/GT I/462 /72 ico/PA/prk VAR
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Article 22z of the First Convention) and that no explicit
provision was therefore necessary.

The Sub-Committee agreed to proﬁose to Working
Party I an amendment to Article 16 of the First
Convention in order tc take account of the anxieties
expressed by the German delegation relating to the

l_.h

mpossibility under German national law to achleve the .
result sought in Article 16 by a "FestsbeLIungsklage"
(action for a declaratory judgment) (cf. point 6 above).

After one delegation raised the problem of

reletions between the Protocol and the Second Convention,

the Sub-Committees agreed that it would be difficult to
imagine a1l the States parties to the Second Conventwon
not being bound by this Protocol. Moreover, - the
Sub-Committee wondered whether the Protocol in its

présent form would really be edapted te the specific

requirements cf the Second Convention. It agreed thet
these problems should be examined, but that they did
not, however, fall within the competence of the Sub-

Committee.-

With regard to the procedure to be followed, the
Sub-Committee decided, in its desire to speed up the
work, to submit the uext of the Articles adopted |

directly to the Drafting Committee of the Intergovern-

mental Conferonce Wlthout prejudice, however, to the

examination of tnesc rticles by Working Party I.'
BR/GT 1I/162 e/72 ico/PA/prk
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